Patents I, Dreyfuss, Fall 2006


U.S. Const. Art. I § 8, cl. 8. Patents and Copyrights Clause

[Congress shall have Power] To promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries

Alternatives to a patent system

· Govt subsidies ( univ get rights to invention, but govt has march-in rights (Bayle-Dole Act)

· Extreme compulsory licensing ( govt buys all ideas and give to public

· Trade secrets ( not very transferable

· Trade industry self-rule ( potential antitrust violations

· First-mover ( works for invention that requires lots of time & energy; buy all raw materials up

· Trademark ( invest in goodwill and rely on loyalty customer group

For an invention to be patentable, it must be

· of patentable subject matter,

· have utility,

· be new, and

· nonobvious.

Before an inventor can obtain a patent for a patentable invention, he or she must

· be an original inventor,

· avoid the statutory time bars,

· adequately disclose the invention, and

· distinctly claim the invention.

Initial burden rests with the examiner to establish reason for denial of patent protection.

Claim Drafting

Inventor will want to construct both broad and narrow claims in a single application.

· Broader independent claims

· Risk invalidation by courts

· BUT cannot claim anything beyond the actual discoveries of the inventor 

· Narrower dependent claims

· Make it easy for other inventors to draft around

· BUT may have to in order to avoid prior art

Transition phrases

· “Comprising of” – Inventions that include elements A, B, and C and any additional elements

· “Consisting of” – Inventions that include only elements A, B, and C

· “Consisting essentially of” – A, B, and C and any non-essential elements

Means-Plus-Function Elements (§112) ( “means for doing X”

Jepson Claims ( “wherein the improvement comprises”

Continuation v. Continuation-in-part application: §120

· Continuation ( same disclosure as the prior application

· Benefits in priority b/c it gets the same filing date as the prior application

· Useful if the inventor wants to restructure the claim or make changes to the claim in order to address reasons for rejection of the application by the PTO. 

· Continuation-in-part ( different disclosure from the prior application

· Useful if the inventor discovers an improvement and desires a patent claim to match

· Only claims that are explicitly or inherently supported by the disclosure of the prior application get the benefit of the earlier filing date, whereas claims supported by the added material in the disclosure get the filing date of the continuation-in-part.

Patentable Subject Matter

Key considerations for this section:

· Is the subject matter an abstract concept, mathematical algorithm, or scientific principle?

· Is the invention principally a matter of human selection, interpretation, or other mental act?

· Is the subject matter a product of nature or a naturally occurring characteristic?

· Ultimately, the issue is whether the inventor specified a practical utility and the claims bear some relation to the inventor’s contribution to the useful arts.

· What policy considerations justify denying a patent for the invention? 

· Keep in mind the tension btw the Court’s interpretation that the Patent Act allows patenting of “anything under the sun that is made by man,” but not “laws of nature, physical phenomena, and abstract ideas.”
· Can the case be better explained in terms of other patent law doctrines like §103 or §112?

§101. Inventions patentable

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title.

Three types of patents that can be obtained:

· Design

· Plant

· Utility (“useful arts”)

· Machines*

· Manufacturers*

· Compositions of matter*

· Processes (methods of using and/or making)

*Product patents encompass all known and unknown uses. New uses can still get a process patent.

Natural Substances and Living Things

Products of nature may not be patented (Chakrabarty, 1980)

· A combination of bacteria found to be mutually non-inhibitive was not patentable even though very useful b/c the patentee did not create the state of non-inhibition (Funk Bros, 1948)
· Better decided on obviousness grounds, §103, b/c once the non-inhibition was discovered then the mere packaging of a mixed inoculant is a simple, obvious step.

· Or lack of enablement, §112, b/c claims did not recite the specific combination of bacterial strains, but claimed all combinations of bacteria that possessed non-inhibitive properties (J Frankfurter, concurrence)

· Similarly, researchers who discovered that cruciferous sprouts (e.g. broccoli) aid in fighting cancer was denied a product patent b/c they simply found inherent properties. (In re Cruciferous Sprout).
· Also denied a process patent b/c the growing and eating of sprouts is old in the art; only the goal of the process was different. 
· BUT may be patentable if significant artificial changes are made (Amgen, 1991)

· A product of nature, including genetically engineered microorganisms, is patentable as “manufacture” or “composition of matter” if it has been altered by man (Chakrabarty)

· Purification or isolation of natural substances counts as significant artificial change

· Purified adrenaline salt is a “new thing commercially and therapeutically” and therefore patentable notwithstanding the existence of the “natural salt” in living organisms (Parke-Davis, 1911)

· Learned Hand seems to rely on other doctrines of utility and novelty

· Even if it were merely an extracted product without change, it would still have been patentable if the patentee were the first to make it available for any use. (Learned Hand)

· Artificially purified and isolated DNA sequence encoding erythropoietin (Amgen)

· BUT Congress made patentable certain plants
Mental Steps Doctrine

An invention that was principally a matter of human selection, interpretation, or decision-making was not patentable.

· First Amendment ( these patents would infringe a person’s right to think certain thoughts

· Patented method consisted of using any test to measure the body’s homocysteine and then making a mental correlation to find vitamin B-12 deficiency.

· All doctors who performed this simple mental calculation would be infringing the patent. Breyer argued the knowledge is too valuable to be patented and made doctors inefficient.

· Ethical constraints ( Anesthesia was not patentable b/c too crucial to human life

· Easy to work around so little applicability today

Computer-Related Inventions
Abstract concepts, mathematical algorithms, and scientific principles are not patentable 

· Computer program involving a method of converting binary‑coded‑decimal numerals into pure binary numerals was not a patentable process. (Gottschalk, 1972)

· A mathematical formula without substantial practical application except in connection with a digital computer placed no meaningful limitation upon the scope of the claims.

· SC concerned that granting a basic tool in a pioneering field would unduly burden future inventors

· BUT pioneer inventions should be allowed broader claims in order to give the inventor incentive to make advances in the pioneering art so that he can maintain his head start. Remember that the initial burden of proof of enablement rests on the examiner.

· BUT it may be patentable if it produces a “useful, concrete, and tangible result” (State Street Bank)

· Process for operating a rubber-molding press with the aid of a computer is patentable (Diehr)

· Applicants were not seeking to patent a mathematical formula, but instead an industrial process that involved a number of discrete steps.

Pure Scientific and Mathematical Principles

Policy reasons for barring patents on abstract concepts, mathematical algorithms, and scientific principles:

· No inventiveness ( Person merely discovered principles that have always existed (Funk Bros)

· Require transformation and reduction of an article to a different state or thing (Gottschalk)

· BUT Constitution and Patent Act expressly state that patents may issue for discoveries

· Impedes technological process ( Providing one person with broad proprietary rights in an “upstream idea” may slow the dissemination of that idea through “downstream products” developed by others. (Morse, Grier, J., dissenting)

· BUT virtually any sort of invention potentially leads to lots of later improvements.

Extent of Claims for Pioneer Inventions

An inventor cannot claim broader than what is disclosed in the patent specification

· A patent confers on the inventor the exclusive right to use the means he specifies to produce the result or effect he describes, and nothing more. Anyone may lawfully accomplish the same end without infringing the patent, if he uses means substantially different from those described. (O’Reilly v Morse, 1854)

· The use of magnetism as a motive power, without regard to the particular process with which it was connected in the patent, could not be claimed, but that its use in that connection could.

· BUT Alexander Bell’s broad claim for putting a continuous current in a closed circuit into a certain specified condition suited to the transmission of sounds was found valid. (The Telephone Cases, 1888)

· Unlike Morse, Bell’s claim tightly correlated to his own contribution to the art—the discovery that continuous current instead of intermittent current was required to transmit speech.

· Bell was able to more specifically disclose why his invention worked. Maybe Morse did not understand how his invention worked.

· BUT the inventor need not know why the process works. A patent is granted for discovering and disclosing the process, not for the scientific theory behind it.

Business methods

A data processing system for implementing an investment structure known as a “Hub and Spoke” system is patentable b/c it is not an abstract idea but a programmed machine that produced a “useful, concrete, and tangible result.” (State Street Bank, 1998)

· J Rich said “the question of whether a claim encompasses statutory subject matter should not focus on which of the four categories of subject matter a claim is directed to—process, machine, manufacture, or composition of matter—but rather on the essential characteristics of the subject matter, in particular, its practical utility.”

· This decision and statement by Judge Rich prompted many industries that never previously relied on patent protection to enter the patent system: financial, insurance, and service industries.

Utility

Key considerations for this section:

· Is there substantial utility? Not merely hypothetical.

· Is there a specific utility? Not merely a general use.

· Is the use satisfied across the entire range of subject matter?

· Is the use operable? Remember that §112 incorporates a utility requirement.

· Is the invention immoral or illegal? TRIPs allow countries to exclude patent protection for this reason.

· Should we assume that the minimum level of utility is satisfied (invention need not be superior to existing inventions)?

· Is there a better patent doctrine to justify denying patent protection?

Purpose of the utility requirement:

· If a patent was granted on an inoperable invention or an invention with no known function, then the existence of the patent might discourage others from learning how to put that invention to use. Anyone that did would be unable to exploit that discovery without fear of patent infringement liability.

Arguments about lack of utility are often made under both the utility requirement of §101 and the enablement requirement of §112.

The Supreme Court, in Brenner, rejected the “de minimis view of utility.” Applicant must show:

· A single specific and substantial use must be articulated in the specification.

· An invention is useful if it capable of providing some identifiable benefit. (Brenner)

· Invention need not be superior to existing products and processes

· Once the patent issues, the competitive market will determine the worth of the invention

· Supreme Court said “a patent is not a hunting license. It is not a reward for the search, but compensation for its successful conclusion.” (Brenner, 1966)

· Quid pro quo contemplated by the Constitution and Congress for granting a patent monopoly is the benefit derived by the public from an invention with substantial utility.

· What if an inventor claims a range of subject matter but some cases do not achieve a useful result?

· For example, if a patent claims a broad group of related chemicals and some of the particular chemicals within that genus are inert then the courts will likely compare the number of inoperative and operative combinations overall.

· Operable ( Does the invention actually do what is articulated?

· An invention that is inoperable will not satisfy §112’s enablement requirement.

· Purpose of invention is not immoral or illegal (also endorsed by TRIPs)

· Cheaper substitutes for more expensive products provide a benefit and are not immoral.

· The fact that a post-mix dispenser that included a transparent bowl to create the illusion that the customer was getting the actual beverage from the bowl is, in itself, a benefit sufficient to satisfy the utility requirement. (Juicy Whip, 1999)

· Deceptive trade practices are not part of the patent inquiry but are left to other govt agencies like the FDA and FTC.

Utility in Chemistry and Biotechnology

· Huge incentive in these industries to obtain patent rights on promising compounds before investing further time and effort on lab testing and clinical trials. 

· But the utility requirement poses obstacle when inventor might have no precise knowledge of compound’s utility.

· Inventor cannot obtain a patent on a compound or a process to make a compound unless he can show some specific utility for the compound. Discovery of some such utility is required before the invention is completed, that is, “reduced to practice.”
· Manson tried to patent a new method of making a steroid compound. He claimed utility through an article revealing that a structurally similar steroid had tumor-inhibiting effects in mice. (Brenner, 1966)

· Court rejected this as utility because in the art of steroid chemistry, small changes in structure frequently have major and unpredictable effects on biological activity.

· Supreme Court was concerned with the breadth of the proprietary interest

· “Until the process claim has been reduced to production of a product shown to be useful, the metes and bounds of that monopoly are not capable of precise delineation. Such a patent may confer power to block whole areas of scientific development, without compensating benefit to the public.”

· BUT the basic quid pro quo of the patent system is a monopoly granted by the government in exchange for disclosure of a new and useful product or process, not for disclosure of all the uses to which the product or process can be put. The ''metes and bounds'' of the monopoly are never fully known at the time a patent issues—even when it discloses some specific and substantial utility.

· BUT sufficient utility found if the compound produces effects in laboratory animals or functions as an intermediary to produce other compounds of known utility.

· Proof of utility did not demand tests for the full safety and effectiveness of the compound through clinical testing, but only acceptable evidence of medical effects in a standard experimental animal. (In re BRANA, 1995).

· Like Manson, Brana claimed chemical compounds and stated they were useful as antitumor substances. Structurally similar compounds had shown antitumor activity during in vitro testing.

· Utility for further research is not sufficient.

· Fed Cir applied Brenner to deny patent for ESTs b/c the inventor failed to identify the function for the underlying protein-coding genes. (In re FISHER, 2005)

· Fisher claimed five DNA sequences that encode protein fragments in maize plants. At time of filing, Fisher did not know the precise structure or function of either the genes or the proteins encoded for by those genes.

· '[G]ranting a patent . . . would amount to a hunting license because the claimed ESTs can be used only to gain further information about the underlying genes and the proteins encoded for by those genes. The claimed ESTs themselves are not an end of [the] research effort, but only tools to be used along the way in the search for a practical utility. Thus, while [the applicant's] claimed ESTs may add a noteworthy contribution to biotechnology research, our precedent dictates that the ... application does not meet the utility requirement of § 101 because [the applicant] does not identify the function for the underlying protein-encoding genes.''

· Lack of substantial utility

· The asserted uses were ''merely hypothetical possibilities'' that the claimed ESTs or any EST could “possibly achieve.” None had “been used in the real world.”

· Lack of specific utility

· Fisher “has only disclosed general uses for its claimed ESTs.” “Nothing about the seven alleged uses set the five claimed ESTs apart from the more than 32,000 ESTs disclosed in the . . . application or indeed from any EST derived from any organism.”

· BUT DISSENT argued that the asserted uses were sufficient to meet the utility requirement. The court misapplied the utility requirement to reject inventions that may advance the useful arts but not sufficiently to warrant the monopoly of a patent. In such situations, the correct test is the obviousness requirement. (J Rader).

Disclosure and Enablement

Key considerations for this section:

· Does the specification enable one to make and use the claimed invention?

· Without undue experimentation?

· Is the scope of enablement commensurate with the scope of the claims?

· Did the inventor highlight and describe what she claimed?

· Were claims modified after filing? Are the claims still supported by the written description?

· Any ambiguous terms used in the claims?

· Did the inventor disclose his best mode and does the specification enable one to practice it?

§112. Specification

The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out his invention. 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention . . . .

Two purposes of §112:

· To enable others to construct and use the invention

· To give clear warning of patentee’s legal rights 

Definiteness

· Requires that claims have a clear and specific meaning to persons of skill in the art.

· Claims are to be read in view of the disclosure of the entire patent application.

· Claim language has to reasonably apprise skilled artisans of the scope of the patented invention.

· Standard Oil (1985)

· Patent invalidated because of the use of the ambiguous term “partially soluble” in the claim. The term had no standard definition nor was defined in the specification. In fact, the reissue patent specification used a different term, “slightly soluble.”

Best Mode

· Requires inventor to state, in her subjective judgment, the most effective embodiment of the invention. 

· Two-part test (Chemcast, 1990):

· Subjective inquiry ( Did the inventor know a mode of practicing the claimed invention that he considered superior to any other?

· Objective inquiry ( If yes, then does the specification disclose sufficient information to enable persons of skill in the art to practice the best mode?

· Purpose is to allow competitors to compete with the patentee on equal footing after the patent expires. This typically compels inventors to disclose information that might otherwise be maintained as a trade secret.

· The holder of a patent for a portable cleaning apparatus satisfied the best mode requirement through the indiscriminate disclosure of the preferred cleaning fluid, even though no formula was given for the preferred cleaning fluid. (Randomex, 1988)

· Best mode requirement applies only to the inventors named in the patent application. (Glaxo, 1995)

· Fed Cir held that although other researchers working for the company knew of a superior mode but b/c they did not tell the named inventor on the patent application, then there is no violation.

Enablement

· Requires the patentee to disclose sufficient information so that a person skilled in the art would be able to make and use the claimed invention without undue experimentation. Specification must be enabling at time of patent filing.
· Factors to consider for the enablement requirement. In re Wands (Fed. Cir. 1988)

· The quantity of experimentation necessary.

· “That some experimentation is necessary does not preclude enablement; the amount of experimentation, however, must not be unduly extensive.” (Amgen)

· Patent was enabling even though only 9 of 143 samples produced were tested and only 4 worked; 5 failures occurred in beginning when process had not been perfected. (Wands)

· Software program may not require disclosure of the code b/c flow charts with descriptions may be sufficient for a skilled programmer. But where constructing the software from scratch would require 1 or 2 years of experimentation, a court found the patent non-enabling.

· The amount of direction or guidance provided.

· Experimentation that takes a great deal of time may be ok if the experiments are routine and/or the specification provides clear guidance. (In re Wands)
· The presence or absence of working examples.

· Prophesies are not always as good as working examples.

· Working examples are results based on actual laboratory or prototype testing, whereas prophetic examples are hypothetical results.

· Fed Cir held that a patentee failed to disclose material info to PTO when it failed to disclose that it did not yet have clinic proof of its prophesy despite the accuracy of the patentee’s prediction. Patentee relied on the prophesy during prosecution to overcome prior art cited by the examiner in an obviousness rejection. (Purdue Pharma, 2006).

· In certain cases, deposit of living materials in cell repositories accessible to the public is one means to satisfy the enablement requirement. (In re Wands, BUT see Enzo Biochem)

· The nature of the invention.

· The state of the prior art.

· The relative skill of those in the art.

· The predictability or unpredictability of the art.

· A recurring problem is whether a specification that sets forth a single or a limited number of examples can be enabling of broad claims when the subject matter concerns biological materials or reactions, which are generally considered to be unpredictable.
· Courts have been stricter in judging a broadly drafted claim in biotechnology b/c small changes in structure may lead to vastly different behaviors. On the other hand, broad claims are more easily tolerated in the mechanical and electrical arts. 

· The breadth of the claims (i.e., Scope of the enablement must be commensurate with scope of the claim.)

· Morse ( The scope of his 8th claim was so broad in comparison to what he invented; he claimed that he discovered that, by using the motive power of electromagnetism, he could print intelligible characters at any distance.

· The Incandescent Lamp Patent ( The imperfectly successful experiments of Sawyer with carbonized paper and wood-carbon lamp filaments did not authorize them to claim the use of all fibrous substances for that purpose; there was no quality common to all fibrous substances which would make them suitable for that purpose and numerous experiments were required before Edison discovered the proper fiber. Sawyer’s invention did not embody Edison’s principle of using fiber with high resistance.

· Fisher (1970) ( Court held that an inventor who discovered how to achieve a potency of greater than 1 should not be allowed to claim rights over all such compositions having potencies greater than 1, including potential future compositions having potencies far in excess of those obtainable from his teachings. His teachings only disclosed how to obtain potency up to 2.3.

· Amgen ( Conception of purified DNA sequence coding for a specific protein is not assured until the gene is isolated and its sequence known. Fed Cir did not allow the patentee to claim all possible sequences of DNA that would produce the all analogs of the EPO b/c the specification only disclosed how to prepare just a few of the analogs. The patentee is not entitled to all 3600 different EPO analogs. The patentee should have enumerated them all!
· Initial burden of proof is on the examiner or challenger in an infringement

· This means that claims to pioneer inventions often are allowed to cover ground that examiners suspect, but cannot prove, is well beyond the area actually explored and disclosed by the inventor.

· §112 enablement requirement incorporates the §101 utility requirement

Written Description

· The inventor must highlight or describe what she claims; the inventor must have “possessed” the invention.

· Enablement is concerned with whether others can practice the invention after the patent expires. The written description is concerned with what the patentee actually knew on the filing date.

· Traditionally, the issue often arises when an inventor amends her claims after filing; the inquiry turns on whether the amended claims find support in the disclosure of the original application.

· In a patent concerning a sofa with a console and controls, the claims that were broadened during prosecution to eliminate the original requirement that the controls be on the console were invalid under the written description requirement b/c inventor's disclosure unambiguously limited the location of the controls to the console. (Gentry Gallery, 1998)

· Prevents patentee from filing prematurely in order to avoid the impact of §102(b), which bars a patent if the invention was in public use or on sale more than a year prior to filing.

· Prevents patentee from filing prematurely in order to unfairly avoid prior art references and obtain priority of invention under §102(a), (e) and (g).

· Inventor may be able to rely on disclosures made in an earlier design patent application to provide the written description for each of the claims in a later utility application. (Vas-Cath, 1991)

· Inventor’s utility patent application was entitled to the earlier filing date of his design patent application because he was able to show that drawings from his 1982 design patent application provided adequate written description for each of the claims in his 1984 utility application.

· An adequate written description of a DNA requires a precise definition, such as by structure, formula, chemical name, or physical properties. Regents v. Eli Lilly (1997)

· Although the patentee disclosed the sequence for a species (rats), patentee could not claim the rights to the genus (vertebrate or mammalian) notwithstanding a prophesy describing a method of obtaining the sequence for the genus. 

· A description of rat insulin cDNA is not a description of the broad classes of vertebrate or mammalian insulin cDNA.

· UCal did not prove the prophesy true until 2 years after the filing.

· BUT J Rader dissent argues that the new Eli Lilly disclosure rule raises practical problems

· Rule imposes an impractical requirement on biotech inventions. We do not require all software programs to disclose the actual code.

· The DNA sequence can often be available (albeit at some cost) to those of ordinary skill in the art. But why should inventors waste their valuable time on non-trivial tasks.

· Since the new rule was unforeseen to patentees then many biotech patents written prior to Eli Lilly risk being invalidated.

· BUT critics argue that the Fed Cir imposed a higher standard of disclosure for biotechnology than other sorts of inventions. Fed Cir could have decided on the grounds of lack of enablement.

· A patent claiming a method of obtaining a biological effect by administering a compound cannot satisfy the written description requirement without disclosing the identity of any such compound. (Searle, 2003)

· Lack of written description ( patent neither discloses any such compound nor provides any suggestion as to how such a compound could be made or otherwise obtained other than by trial-and-error research

· Lack of enablement ( practice of the claimed methods would required a person of ordinary skill in the art to engaged in undue experimentation, with no assurance of success.

Novelty

The Novelty Standard

· An invention is judged novel unless a single prior art reference discloses every element of the challenged claim and enables one skilled in the art to make the invention.
· Strict Identity Rule = Anticipation requires the presence in a single prior art disclosure of each and every element of the claimed invention.

· BUT Accidental Anticipation = Accidental technical effects will not defeat the novelty of a later patent where they are sporadic and unappreciated. (In re Seaborg, 1964)

· Prior art Fermi patent did not anticipate patent for new element Americium despite the fact that the Fermi process necessarily resulted in the production of Americium b/c the amount produced was miniscule and under such conditions that its presence was undetectable. (In re Seaborg)

· BUT Inherency Doctrine = Where a technical effect was consistently obtained, detectable and reproducible, even though incidental to what was deliberately intended and not fully understood by the inventor, then it will be anticipatory. (Schering, 2003)

· B/c the claimed metabolite DCL necessarily and inevitably formed when a person injested loratadine then the prior patent for loratadine is anticipatory despite the fact that scientists did not recognize the inherent characteristics in loratadine. The court said the discovery of DCL is unwitting, but not accidental. (Schering)

· Bedrock principle of patent law ( We cannot allow the fact that granting a patent for DCL would make anyone injesting loratadine an infringer!

· No anticipation if patent had claimed DCL in its pure and isolated form or claimed a method of administering DCL.

· BUT examiner erred in concluding that applicant’s patent for a disposable diaper was anticipated by prior art that did not expressly include a third means for securing a diaper for disposal and evidence was insufficient to show that this third means was necessarily present in this prior art. (In re Robertson, 1999)

· Genus and Species Rule = When a species disclosed by the prior art literally falls within a claimed genus, the claimed genus will be considered anticipated. (Titanium Metals, 1985).

· In Titanium Metals, the patent at issue claimed a titanium base alloy consisting of about 0.6-0.9% nickel, 0.2-0.4% molybdenum, and up to 0.2% iron, balance titanium. Court held it was anticipated by a Russian article that included a chart that showed a compound consisting of 0.75% nickel, 0.25% molybdenum, and 99% titanium.

· This is to prevent holding the practice of the species as infringement.

· Converse is not always true b/c the species later discovered might be superior to the described genus. The inquiry is better resolved through the obviousness test.

· Enablement Requirement = the prior art reference must be enabling in order to anticipate

· Where a prior art publication named the applicant’s claimed compositions but also stated that the author had been unsuccessful in synthesizing those compositions, the publication was not anticipatory. (In re Wiggins)

· BUT in Titanium Metals, charts and very little text was enabling.

· BUT differs from §112 enablement in that utility is not required by the prior art reference (In re Hafner)

· Foreign patentee filed his foreign patent application in 1959 and a US application in 1960. But his US application was rejected under §112 because it did not disclose a use. This meant he could not get the benefit of the date of invention from his foreign patent filing. Hafner filed a continuation application in 1964 that satisfied the §112 utility requirement. But his continuation application was then rejected under §102 because a publication in 1960 disclosed the same invention. This publication still constituted prior art under §102 even though it did not disclose a use. In the end, although Hafner was barred under §102 from getting a patent for his product, he could still get a patent for his new use.

· A reference is no less anticipatory if, after disclosing the invention, it teaches away from the invention. Rasmusson (Fed Cir 2005) (explaining Hafner rule).  [BUT teaching away negatives obviousness.]

· Policy reasons for demanding novelty

· Little gain would result from granting a patent on a technology that is already known to the public, while such a patent would actually limit competition and raise prices on known technology.

· Preserves the public domain by preventing individuals from appropriating its contents.

· Promotes efficiency, by discouraging technologists from engaging in duplicative development efforts. Researchers will be motivated to turn first to libraries, not laboratories.

· Unlike obviousness which is a question of law, novelty is an issue of fact.

Prior Invention: Provisions dealing with events that occurred prior to the date of invention
· §102(a) – First-to-invent Rule

[1] No patent if, before date of invention, the invention was

 
[A] known or


[B] used



[C] by others



[D] in this country or

[2] if, before the date of invention, the invention was


[A] patented or


[B] described in a printed publication



[C] anywhere
· Critical Date = events occurring before the date of invention
· Applies only to third-party activities

· The Domestic Inquiry: “Known or Used by Others”

· “Known . . . by others” means knowledge that is accessible to the public
· Earlier drawings of a patented device useful in tractor pulling contests did not qualify as prior art b/c it was drawn on the underside of tablecloth in his mother’s kitchen and never publicized nor commercialized before being destroyed. (National Tractor Pullers v. Watkins, 1980)

· Remember ( knowledge must anticipate and be enabling, although no utility is required

· “Used . . . by others” means publicly accessible use (no intent to conceal)

· Where a method for prospecting oil was done openly and in the ordinary course of the activities of the employer without any deliberate attempt at concealment or effort to exclude the public and without any instructions of secrecy to the employees performing the work qualifies as prior art. (Rosaire v. Baroid, 1955)

· Trade secrets of others are not prior art under §102(a)

· Inventors that choose to keep trade secrets choose not to augment the store of public knowledge, and therefore their efforts should not prejudice later patent applicants. The later inventor enriched the art by sharing with the public.

· Why no anticipation in Watkins but there is anticipation in Rosaire?

· Economics of search: We don’t expect inventors to look for old tablecloths, but it is reasonable to expect oil industry inventors to look to oil fields in Texas.

· Reliance interest theory: Although the oil company may have abandoned the practice, people would still have observed the process and spread the practice.

· Public use of the art: The oil company used the process openly.

· Enabling: The tractor pull was still a drawing and no guarantee it would work.

· Global Inquiries: Patents and Printed Publications

· Printed publication must be “accessible” to the public and enabling

· Effective date = publication or catalogued

· Slides presented at a conference were publicly accessible b/c they were shown for two days to members of the public having ordinary skill in the art. Members were not precluded from taking notes or photographs and the slides could be copied with ease b/c the material was simple and there were no restrictions on copying. (In re Klopfenstein, 2004)

· Factors considered by the Fed Cir

· The length of time the display was exhibited,

· The expertise of the target audience,

· The existence (or lack thereof) of reasonable expectations that the material displayed would not be copied, and

· Simplicity or ease with which the material displayed would have been copied.

· Catalogue distributed generally to a trade is a “publication” (Jockmus, 1928)

· Picture of an adjustable lightbulb holder is enabling b/c the invention is simple enough that the picture disclosed all elements of the invention.

· A doctoral thesis available at a university library in Germany is a “publication.” (In re Hall, 1986)

· BUT an un-catalogued thesis is NOT a “publication” (In re Bayer)

· Patents

· Unlike §102(e), the effective date is the date of issue, not the date of filing.

· U.S. Patent ( Look at both the disclosure and the claims for the invention

· Foreign Patent ( Court will probably not look at an unpublished disclosure, but will look at the claims (Reeves Bros, 1966)

· NO English language requirement

· Avoiding a prior art reference under §§102(a) and (e)

· Rule 131 (Allows applicant to declare an invention date prior to the date of a prior art

· Requires the patent applicant to file an affidavit showing either

· Actual reduction prior to effective date of the prior art or
· Conception prior to effective date of the prior art plus diligence from the effective date of the prior art until subsequent reduction to practice

· Policy ( promotes an equality of opportunity between inventors in the technological community with different levels of financial means

· BUT this rule may not be used if the prior art reference is a U.S. patent or patent application. 

· Incomplete symmetry between §102(g) interferences and Rule 131

· To establish prior invention under Rule 131, an inventor need not have disclosed a use prior to the date of a reference unless the reference also teaches how to use the invention.

· Affidavit demonstrated that Moore had identified and prepared the compound prior to the article’s effective date, but the affidavit did not allege that he had discovered any utility for the compound. In re Moore (Fed. Cir. 1987)

· Reason for this inventor-favored rule under Rule 131 is that unlike in an interference where one party is nearly always going to prevail, a patent will issue, and the knowledge will become public, in an ex parte proceeding, we risk never gaining the knowledge if the inventor is denied a patent.

· Also, this rule ameliorates the harsh consequences of Hafner—although utility is not required by prior art reference, it is also not required of inventors trying to defeat the prior art reference under Rule 131.

· §102(e) – Disclosure in 3rd party U.S. Patent App constitutes prior art as of its filing date, NOT its publication date

· “A person shall be entitled to a patent unless the invention was described in a patent granted on an application for patent by another filed in the United States before the invention thereof by the applicant for patent . . . .” §102(e).

· A 3rd party U.S. patent application published pursuant to §122(b) or an issued U.S. patent that discloses, but does not claim the invention, constitutes prior art as of its filing date.

· Clifford’s disclosure of the apparatus served as anticipatory prior art against Whitford. Clifford had done all that he could do to make his description public by filing a patent app. PTO delays in processing his app should not control the content of the prior art. (Alexander Milburn, 1926)

· Jan 1911 ( C filed patent app that disclosed, but not claim, welding & cutting apparatus

· Mar 1911 ( W filed patent app claiming the apparatus

· Feb 1912 ( C’s patent was granted

· June 1912 ( W’s patent was granted

· Secret Prior Art ( 18-month period which pending app has prior art effect, but is not available to public.

· Abandoned application ( constitutes prior art if published

· Provisional application ( §111(b) says the effective date is the date of filing the provisional app 

· BUT §119 ( effective date is the real U.S. filing date, NOT the effective U.S./foreign filing date (Hilmer)

· Hilmer U.S. app: July 1958; German app: July 1957

· Habicht U.S. app: Jan 1958; Switzerland: Jan 1957

· Court held Habicht is not prior art under §102(e).

· §102(g)(2) – Prior Art

· “A person shall be entitled to a patent unless before the applicant’s invention thereof the invention was made in this country by another who had not abandoned, suppressed, or concealed it . . . .”

· “Made” = Conception + Reduction (actual or constructive)

· No requirement that the prior inventor must have known that he was an inventor! (Dow Chemical v. Astro-Valcour, 2001)

· Evidence showed that the Astro-Valcour employees appreciated the new process for making foam, but did not understand it had produced a patentable invention. Court held that the employees need not appreciate the patentability of the invention, but do need to have appreciated the fact of what they made. 

· Does §102(g) swallow §102(a)? No

· §102(g) requires reduction to practice, but §102(a) only requires enablement

· §102(g) requires inventor did not abandon, suppress, or conceal the invention.

· §102(g) concerned with the inventor’s reliance interest, whereas §102(a) is concerned with the public’s reliance interest

· §102(g)(1) – Priority of Invention

· “. . . . In determining priority of invention there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive and last to reduce to practice, from a time prior to conception by the other.” §102(g).

· Conception = formation in the mind of the inventor of a definite and permanent idea of the complete and operative invention, as it is to be applied in practice.

· The conception must include every feature of the claimed invention.

· Conception is complete when a person of ordinary skill in the art could practice the invention without undue experimentation.

· Biotechnology ( “simultaneous conception and reduction to practice” Amgen (Fed Cir 1991)

· Both conception and reduction to practice require knowing the structure

· In Fiers v. Revel (1993), the court held that conception of an invention, defined in an interference count as DNA encoding for a human protein, does not occur upon discovery of a method for obtaining the DNA without disclosure of the DNA's nucleotide sequence.

· Reduction to practice

· Constructive = filing a patent application with an enabling disclosure

· Actual = Constructing a working physical model or performing the actual method that includes all elements of the claimed invention

· Fed Cir allowed Union Switch to rely on tests of its prototype for a coupler mount assembly attached to cabooses b/c the tests sufficiently simulated the conditions present on a freight car. Extensive testing showed that the invention worked for its intended purpose. Second, an invention need not be in a commercially satisfactory stage of development to be considered reduced to practice. Thus, Court discounted the fact that Union Switch sold to 3rd party inoperative couplers. (DSL Dynamic Sciences, 1991)

· Diligence ( only relevant to the inventor who was the first to conceive, but second to reduce to practice

· Diligence of this inventor must start before the conception by the other and continue until he reduces the invention to practice. (Griffith v. Kanamaru, 1987)
· Excused activities include poverty, illness, occasional vacation, overworked patent attorney, and employment demands.

· Unexcused activities include doubts about value or feasibility, work on unrelated inventions, efforts to fund the invention, and marketing.

· In Kanamaru, a 3-month break was sufficient to destroy diligence.

· Balances the interest in rewarding the first inventor with the public’s interest in obtaining prompt disclosure of the invention. (Kanamaru)

·  “Abandoned, suppressed, or concealed” ( only relevant after reduction to practice

· 4-year delay between reduction to practice and filing for a patent can give rise to an inference of concealment only if accompanied by doubt that the activities relied on constitute a reduction to practice. Peeler v. Miller (1976)

· See table for non-informing products.

· Mechanism for resolving interferences
· What is claimed in both patents must match!

· Applies to activities in any WTO country

· Burden of proof (Townsend v. Smith)

· If the earlier inventor’s application has not issued, then the later inventor’s burden of proof is limited to mere preponderance of the evidence standard.

· Otherwise, the burden is clear and convincing evidence standard. The reason for the higher standard after a patent issues is to prevent fraud after disclosure is made public.

· All inventive activities must be corroborated

· §102(f) – Derivation

· “A person shall be entitled to a patent unless he did not himself invent the subject matter sought to be patented” §102(f).

· Similar to a standing requirement mandating that only the true inventor apply for patent.

· Prima facie case of derivation entails a showing of another’s prior conception of the claimed subject matter along with an awareness of that conception to the applicant/patentee.

· Unlike §102(a), derivation is NOT limited to inventions in the US and no requirement of public knowledge.

Statutory Bars: Provisions dealing with events that occurred more than one year prior to the date of filing
· §102(b) – General Statutory Bar

[1] No patent if, more than one year prior to application, invention

 
[A] patented or


[B] described in printed publication



[C] anywhere, or

[2] invention


[A] in public use or


[B] on sale



[C] in this country.
· Critical date = events occurring one year prior to the filing date
· Applies to applicant and third-party activities
· Policy Reasons for Encouraging Early Filing (Baxter Int’l)

· Public reliance ( Policy against removing inventions from the public which the public has justifiably come to believe are freely available to all as a consequence of prolonged sales activity.

· Prevent inventor from exploiting the monopoly of his invention substantially beyond the 20-year period.

· Provide inventors 1-year following sales activity to determine whether a patent is a worthwhile investment, publish results early, avoid prospect of forfeiture, and allow time for testing in a “real world” environment.

· “Substantial” Strict Identity requirement (more lenient than under §102(a)) 
· Under Foster, what constitutes “prior art” for purposes of applying the obviousness standard of §102(b)?
· §102(b) sources AND 
· §103 sources (i.e., 102(a), (e) + (g) sources w/effective dates prior to applicant's date of invention)
· BUT NOT non-public sources under §102(e)+(g) which had effective dates after date of invention
· Global Inquiries: Patents and Printed Publications

· Domestic Inquiry: “In Public Use or On Sale”

· Public use

· If an inventor gives or sells his invention to another without limitation, restriction, or injunction of secrecy, and it is so used, such use is public, even though the use and knowledge of the use may be confined to one person.

· See table for non-informing products.

· BUT NOT where the inventor retained control over the use and distribution of information concerning his Rubic’s cube by showing the model to only a few close classmates and co-workers. (Moleculon Research, 1986)

· BUT where the invention was demonstrated at a party attended by 20-30 friends, such use is public. (Beachcombers)

· BUT a use necessarily open to public view, if made in good faith solely to test the qualities of the invention, and for the purpose of experiment, is not a public use.

· Inventor installed his improved wooden pavement on a portion of a toll road owned by his company and regularly inspected the pavement over 7 years to determine its durability under various traffic and weather conditions. (City of Elizabeth, 1877)

· Criticized b/c this rule is hard to apply. Inventor did not make a single change over 7 years. Did he really need 7 years? Patent does not require perfection.

· Fed Cir said that whether a use is experimental is a question of law and requires an analysis of the totality of the circumstances. Among the numerous indicia of experimentation identified are (Lough, 1996):

· The number of prototypes and duration of testing;

· The attention to records or reports during the testing;

· The existence of a confidentiality arrangement;

· The receipt of any commercial advantage by the patentee;

· The inventor’s control over the testing;

· Tailoring the testing with respect to the specific features of the invention; and

· Whether the invention allowed the testing to be conducted without public access, through concealment of the technology or other means.

· In Lough, the boat repairman had constructed 6 usable prototypes of his invention prior to the critical date and gave them to employer, customer, and friends. The Court held it was not experimental use b/c he neither asked for nor received comments; kept no records; did no inspection; failed to prevent prototypes from ending up with strangers.

· Stolen invention later used by competitor is considered a public use. 

· The basis for this rule is that the inventor is in the best position to safeguard his secrets.

· TRADE-SECRETS and NON-INFORMING PRODUCTS

	
	Secret Use
	Non-Secret Use

	By applicant
	By keeping his process for reconstructing machine parts a trade secret and allowing the public to view only the reconditioned parts, the inventor’s secret use constitutes “public use” within §102(b). Metallizing Engineering

An inventor who kept his invention as a trade secret could not be judged the first inventor within §102(a). The inventor’s efforts should not prejudice later patent applicants. Gillman
	An inventor’s gift of a corset spring to a friend constituted “public use” within §102(b) even though its use was not seen or observed by the public. The inventor allowed his friend to use the invention without restriction of any kind. Egbert

	By 3rd-party
	A later inventor is not barred from filing for a patent where a foreign inventor disclosed a method for creating Teflon to a U.S. company which later practiced the process in secret. Secret use by a 3rd party does not constitute “public use” within §102(b). Gore v. Garlock
Trade secrets of others are not prior art within §102(a) that defeat novelty. Gillman v. Stern (J Learned Hand).
	Use of a new centrifuge in a public building at NIH constitutes “public use” within §102(b) b/c the public and co-workers were free to observe the centrifuge and the user made no effort to keep it a secret. (Baxter International)

Non-informing products are exempt from the enablement requirement of anticipation. A system placed into public use becomes part of the prior art provided that the claimed features are known to the general public, even though the publicly available knowledge is insufficient to enable one skilled in the art to produce those features. Lockwood v. American Airlines
BUT 3rd-party’s non-informing use of a golf ball cover demonstrated that he had not concealed the invention. Competitors likely able to discern nature of invention through reverse engineering. (Dunlop Holdings)


· On Sale Bar

· Two-step test to determine whether an invention was “on sale” (Pfaff, 1999):

· First, the product must be the subject of a commercial offer for sale.

· The on-sale bar may be triggered even where the parties to the sale were unaware that the invention was the subject of a commercial transaction. (Abbott Laboratories, 1999)

· A third-party had sold plaintiff’s patented compound before the critical date but nobody at the time, including the third-party, was aware that what was sold was the patented compound.

· Offers for sale need not identify all the characteristics of an invention to trigger the on-sale bar. Nor do the parties need to recognize the significance of all of these characteristics. (Abbott Laboratories)

· The sale must be with respect to a physical embodiment of the invention, as compared to more abstract patent rights in the invention. (Moleculon Research, 1986) Thus, an offer to license patent rights does not trigger the on-sale bar.

· Second, the invention must be ready for patenting.

· Satisfied by an actual reduction to practice (i.e. physically constructed) or

· Constructive reduction (i.e., drawings or other descriptions sufficient to enable a person skilled in the art to practice the invention)

· In Pfaff, the SC found Pfaff’s invention ready for patenting b/c it had accepted a purchase order prior to the critical date for the invention and had delivered engineering specs and diagrams to the manufacturer.

· BUT Pfaff had not fabricated even a single prototype, not to mention tested them to see whether they were functional or practical.

· In Space Systems v. Lockheed (2001), the Fed Cir held that an invention was not ready for patenting where the invention involved a complex concept and the inventor was uncertain whether it could work.

· §102(c) – Abandonment

· “A person shall be entitled to a patent unless he has abandoned the invention.” §102(c).

· A junior inventor may be entitled to a patent if the senior inventor abandoned without divulging the secrets.

· Abandonment may occur where an inventor expressly dedicates it to the public, through a deliberate relinquishment or conduct evidencing an intent not to pursue patent protection.

· Use of “abandon” in §102(c) is different from its use in §102(g)

· §102(g) concerns abandonment of the invention itself

· §102(c) concerns abandonment of the right to obtain a patent
· An inventor forfeits his right to patent protection if he should exploit his trade secret competitively (by using or selling) after it is ready for patenting. Metallizing Engineering
· §102(d) – Prior Foreign Filing

· “A person shall be entitled to a patent unless the invention was first patented or caused to be patented, or was the subject of an inventor’s certificate, by the applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent in this country on an application for patent or inventor’s certificate filed more than twelve months before the filing of the application in the United States” §102(d).

· Bars a U.S. patent on the same invention when

· An inventor files a foreign patent application more than a year before filing the U.S. application AND
· A foreign patent issues from that application prior to the U.S. filing date.

· Differs from §102(b) b/c the patent need not have been issued more than 1-year prior to U.S. filing

· Disclosure in a foreign patent application, even if unclaimed, is considered “patented” material. In re Kathawala (Fed Cir 1993).

· The inventor filed patent apps in the US, Greece, and Spain. All apps included substantially the same spec but different claims: Greek app claimed compounds, compositions, and methods of use and making; US app contained all but the method claims; Spanish app claimed only method of making. The US app was filed more than a year after both foreign apps and both foreign apps were granted before the US filing date.

· Court held that even though the Spanish patent contained only method of making claims, which were not claimed in the US app, it was enough that the Spanish patent disclosed and provide the opportunity to claim all aspects of his US invention, including the compounds.

· Perhaps the case should have been decided on obviousness grounds.

Nonobviousness

§103(a) denies patentability “if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains . . . Patentability shall not be negatived by the manner in which the invention was made.”

Justifications for the nonobviousness requirement:

· Creates a “patent-free” zone around the state of the art which allows skilled technicians to engage in “obvious” work without fear of infringement.

· Recognition of the practical limitations of the PTO and interested private parties who wish to invalidate a patent. It can be difficult to find a single prior art reference that discloses every single element.

· If ordinary market forces provided sufficient incentives to invent and disclose new technologies, then the award of a patent would be unnecessary to promote innovation and create social costs.

· Granting obvious patents may decrease the incentive to develop nonobvious inventions (i.e., diminishes the royalties paid to the holders of earlier patents)

· Granting obvious patents may create a proliferation of economically insignificant patents that increase search costs.

The Graham Framework

· While the Graham test calls for the determination of these four factual issues, it is ultimately an issue of law:

· The scope and content of the prior art.

· The differences between the prior art and the claims at issue.

· The level of ordinary skill in the pertinent art.

· The educational level of the inventor;

· The types of problems encountered in the art;

· The prior art solutions to those problems;

· The rapidity with which innovations are made;

· The sophistication of the technology; and

· The educational level of active workers in the field.

· In the US, we only look at the individual, but in some other countries, they look at the team of people skilled in the art b/c they acknowledge few inventions are created in isolation.

· Secondary considerations ( Provide objective evidence of how interested industry actors perceived the invention.

· Supreme Court Cases

· Graham v. John Deere Co. (1966)

· Graham’s ‘798 patent related to an improvement on his ‘811 patent, directed towards a plow with a spring clamp. The ‘798 patent featured (1) a stirrup and bolted connection of the shank to the hinge plate and (2) the shank placed below the hinge plate.

· Court found the ‘798 patent obvious due to the teachings of his own ‘811 patent and the Glencoe device. Apparently, all the elements of the ‘798 patent was found in the Glencoe device. (Isn’t this anticipation?)

· Calmar, Inc. v. Cook Chemical Co.

· Calmar’s patent directed towards leak-proof spray pump was found obvious in light of three prior patents.

· The Lohse and Mellon patents taught the use of shipper-sprayers. The Livingstone patent was found to be analogous and taught a seal designed to cover and protect pouring spots that functioned w/o the use of a gasket or washer.

· Court turned to the prosecution history to find that b/c of the Lohse and Mellon patents, Calmar had accepted claim limitations that confined his invention to two features—one feature was taught by Mellon and the second feature was taught by Livingstone.

· Finally, the court quickly dismissed secondary considerations. The patent rested on a narrow advance already disclosed by Livingstone and available to anyone who conducted a patent search.

· United States v. Adams (1966)

· Although there were extreme structural similarities between the Adams battery and the prior art, the Court was moved by the many advantages of the Adams battery.

· Secondary considerations like the initial disbelief and ultimate acknowledgement of expert, as well as the inability of the Patent Office to find a single pertinent reference within the crowded battery art, also supported the nonobviousness of the Adams patent.

· The scope and content of the prior art

· The person skilled in the art is presumed to know all pertinent prior art. In re Winslow
· BUT §103 prior art need not be enabling.
· Analogous Art Requirement

· §103 prior art must originate within an “analogous art” b/c nonobviousness must be judged from the perspective of a person having ordinary skill in the art.

· Two-part test for whether prior art is analogous: In re Clay (Fed. Cir. 1992)

· Prior art is from the same field of endeavor, regardless of the problem addressed OR

· Prior art patent addressed the use of gel in unconfined, irregular volumes of natural subterranean formations, in extreme operating conditions. But Clay manipulated the confined, dead volume of an artificial storage tank under ordinary atmospheric conditions.

· Dreyfuss says that the analogous art doctrine prevents the Fed Cir from realizing when two fields may be merging or growing further apart.

· Prior art is reasonably pertinent to the particular problem the inventor is involved with

· Prior art dealt w/removal of oil from rock. Clay dealt w/oil from a storage tank.

· Pertinent art should be defined in terms of the problem faced by the inventor, not the solution embodied in the claimed invention, which introduces hindsight.

· §102(a) prior art is within §103. Oddzon Products v. Just Toys (Fed. Cir. 1997)

· An inherent feature may be relied upon to establish obviousness only if the inherency would have been obvious to one of ordinary skill in the art.

· §102(e) “secret prior art” is within §103 in the U.S. but not in Europe. Hazeltine Research v. Brenner (US 1965)

· §102(g) Prior Invention as “Prior Art” under §103

· Claims lost in interference can be cited as prior art against the inventor during subsequent ex parte examination of the claims remaining in the application. In re Bass
· Inventors, A and B, are in an interference over particular claims. Assume that A wins the interference. The claims in B’s application corresponding to the interference claims are then rejected under §102(g). Then if B amends his application to claim something obvious in light of, but slightly different from, the subject matter of the lost interference claims, the court will reject those claims on the theory that the lost claims can constitute prior art for obviousness purposes against B.

· §102(f) Derived Invention

· An invention that is obvious in view of subject matter derived from another is not patentable. The invention is still patentable to the true inventor and 3rd parties who did not receive the disclosure of the subject matter.

· BUT §103(c) exempts §102(e), (f), and (g) art from the nonobviousness inquiry where the prior art and the invention are commonly owned or assigned. Provision was added in response to In re Bass, where the inventors’ own earlier patents were used against them to establish obviousness. The inventors all worked for the same employer.

· Statutory bar provisions (§§102(b), (c) and (d)) are NOT within §103). Oddzon Products
· Statutory bar provisions may include references generated after the date of invention. But  §103 focuses on the time of invention. Although §102(b) references cannot be used in §103 analysis, the obviousness standard is incorporated within §102(b) analysis. In re Foster (1965)
· The differences between the prior art and the claims at issue.

· Federal Circuit’s M-S-T Test

· Two requirements:

· A showing of a suggestion, teaching, or motivation to combine the prior art references is an essential evidentiary component.

· Evidence may flow from three sources:

· The references themselves,

· Knowledge of those skilled in the art, or

· The nature of the problem to be solved, leading inventors to look to references relating to possible solutions to that problem.

· Showing must be clear and particular. Broad conclusory statements regarding the teaching of multiple references, standing alone, are not “evidence.”

· Suggestion may be implicit or explicit.

· B/c the prior art references address the narrow problem of underpinning existing building foundations, a person seeking to resolve that exact same problem would consult the references and apply their teachings together. Ruiz v. A.B. Chance Co. (Fed Cir 2004)

· The ultimate determination of obviousness does not require absolute predictability of success. All that is required is a reasonable expectation of success.

· Rejection of the “obvious to try” standard

· The prior art references, rather than sufficiently teaching how to obtain a desired result, simply invite further experimentation. It is inappropriate to conclude obvious where no suggestion indicates which of many possibilities was likely to be successful. Hybritech v. Monoclonal Antibodies (1986)

· Chemical Compounds

· Prima facie case of obviousness is made when structural similarity between claimed and prior art subject matter is proved by combining references or where the prior art gives reason or motivation to make the claimed compositions.  In re Dillon (Fed Cir 1990)

· Applicant/patentee then has the burden of rebutting by submitting evidence that the claimed compound possessed new or improved properties that were unexpected.

· Inherency puzzle ( Inherent features of prior art are usually considered only to the extent that a person of skill in the art would have appreciated those features. Unknown “accidental anticipations” don’t count. To require the applicant to prove that the prior art does not have her newly discovered property appears to be using her own discovery against her. Why? Because the applicant seeks to patent a composition and not just a new use. It makes sense to determine if whether obvious prior art variants of her composition have her newly discovered property. If they do, the property right to the compositions may have such slight economic value that it is not worth granting. The applicant is then left to claim only the new use.

· Nominally New Chemical Process

· Should inventors be allowed to patent seemingly old processes that make or use new and nonobvious compounds? 

· No per se rule. The issues is whether one skilled in the art would have had a reasonable expectation in applying the old process to the novel starting materials or produce the novel product?

· In re Ochiai (Fed Cir 1995)

· Inventor has a patent covering an organic acid and a patent covering cephem.

· Court allowed inventor to obtain a process patent that uses the organic acid to make cephem notwithstanding prior art demonstrated that his process claimed a standard, conventional process.

· It would not have been obvious to those of ordinary skill in the art to choose the particular acid to be used in the allegedly conventional process for the simple reason that the particular acid was unknown but for the applicant’s disclosure.

· Although the prior art do indeed teach the use of various acids to make various cephems, they do not define a class of acids the knowledge of which would render obvious the use of the applicant’s specifically claimed acid.

· Biotechnology / Genetic Materials

· Knowledge of the amino acid sequence does not render obvious the genetic DNA sequence coding for the protein b/c the redundancy of the genetic code [most proteins are coded by more than one DNA sequence] permits one to hypothesize an enormous number of DNA sequences coding for the protein. In re Deuel (Fed Cir 1995)

· Even though a person skilled in the art knows the amino acid sequence of the protein and knows how to use that sequence to find DNA sequence, still the DNA sequence will not be viewed as having been invented until the sequence of the genetic DNA is also known.

· Reason for denying a patent is not obviousness but inadequate disclosure. The key acts in inventing the DNA sequence are the isolation of the DNA sequence and the concomitant discovery of the structure of the DNA sequence.

· Support for the M-S-T test

· The test guards against the use of hindsight, which is prohibited by the phrase “at the time the invention was made” in §103.

· A proper nonobviousness analysis judges the claimed invention holistically, not by cobbling together the teachings of different references to match different claim limitations in a piecemeal fashion.

· Criticism of the M-S-T test

· Fed Cir application of the test is too mechanical to the point that it amounts to little more than an anticipation test conducted over multiple references.

· Court said an invention for a plastic trash bag that, when filled, simulated the appearance of a Halloween pumpkin was not obvious. There was no finding of specific suggestion to combine (1) references describing children’s crafts projects resulting in paper bags decorated w/Jack-O-Lantern faces and (2) conventional plastic bags. Dembiczak
· Supreme Court Tests

· Flash of genius ( Inventors must demonstrate a substantial discovery and a substantial invention.

· Rejected by the last part of §103(a)

· Synergy test ( Demanded unusual or surprising consequences from the combination of old elements. Sakraida v. AG Pro Inc. (1976).

· Secondary considerations

· Commercial success

· Success must be due to the claimed features of the invention, rather than factors such as advertising, superior workmanship, other features within the commercialized technology

· Court held success enjoyed by Hybritech diagnostic kits revealed invention provided faster, more accurate, safer diagnosis than competing merchandise. Hybritech v. Monoclonal Antibodies (1986)

· On the other hand, in Ruiz, the court contributed Chance’s commercial success to its background and experience in screw anchors rather than any inventive features of the invention as a whole.

· Success may occur abroad and even due to an infringer

· Copying

· If others copy the patented invention, then courts have inferred that the invention would not have been obvious. But if the copyist reasonably believed that the invention was unpatentable because it lacked novelty or it would have been obvious, then this secondary consideration will not be accorded weight.

· Licenses

· The existence of licenses under the patented invention suggests that other industry actors believed the invention to be nonobvious. But this factor will not be accorded weight if the competitors agreed to a relatively inexpensive license simply to avoid costly litigation, as part of a larger cross-licensing arrangement. Then there is no way of knowing whether the competitors licensed in order to practice the claimed invention or some other patent in the portfolio.

· Praise and Skepticism

· Skepticism of skilled artisans that invention could ever be achieved bolsters the case for nonobviousness. And recognition of the merits of the invention by skilled artisans also suggests the invention is patentable.

· Presence of prior art that “teaches away” from the solution realized by the inventor supports the nonobviousness of the claimed invention.

· Experts in the field testified that they were skeptical of the feasibility and manufacturability of a plastisol fishing lure combined with salt. Arkie Lures v. Gene Larew Tackle (Fed Cir 1997)

· Prior Failures of Others

· Unexpected Results

· Long-Felt Need

· Near-simultaneous invention

International Considerations

International Treaties

· 1883 Paris Convention

· Priority provision: §119

· 1978 Patent Cooperation Treaty (PCT)

· Provides uniform procedural framework for filing apps in multiple nations

· Single PCT app consolidates the prior art searching but does not eliminate the need of separately prosecuting multiple national apps

· 1994 TRIPs Agreement

· Patent term is 20 years from the date of filing

· BUT patents pending before or in force on June 8, 1995 can be 17 years from date of issue

· Provisional application secures a filing date that gives inventors a year to complete the application, §111

· Patent term is still 20 years from the date of filing the ordinary app so inventor really gets 21 years of protection

· Mandatory publication after 18 months, §122(b)

· Inventor can opt out if invention has not been filed in a foreign country that requires 18-month publication

· Member countries can exclude from patent protection those inventions that offend notions of morality.

Trend is to allow foreign activities to establish a priority date but not to establish prior art that could be used to invalidate a patent.

Foreign Activities to Establish Priority

· §119 ( Priority date for U.S. patent application will be the foreign patent filing date if it was filed within a year

· Remember that the US patent application must include a “use,” which is not required in some other countries

· Patentee can establish date of invention using evidence occurring in any WTO member country, §104

Foreign Activities to Create Prior Art

· §102(a), §102(e), and §102(g)(2) limit search for prior art to domestic activities

· Knowledge in this country do not qualify under §102(a) prior art if the knowledge originated overseas. Westinghouse Machine Co. v. General Electric Co. (1913)

· For purposes of §102(e) prior art, the effective date is the real US filing date, NOT the earlier effective US filing date (i.e., the foreign filing date under §119) Hilmer
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